
PATENT LICENSE AGREEMENT (LISENSSINSAAJAN NÄKÖKULMA) 

* Sopimuspohja tehty lisenssinsaajan näkökulmas​ta tilanteeseen, jossa lisenssinantajalla on patenttisuojaa tuotteisiinsa. Euroopassa ICT-alalla nämä tuotteet ovat yleensä ns. integroituja ohjelmistotuotteita – USA:ssa on myös paljon sellaisenaan patentoituja ohjelmistoja.  
* Tässä sopimuspohjassa lisenssinsaaja saa maailman laajuisen yksinoikeuden patentin hyödyntämiseen pienellä alkumaksulla ja pienellä vuosimaksulla sekä pienehköllä royaltylla. Patentin käyttöalue/käyttötarkoitus on tässä rajattu (yksi poikkeusalue sallittu...). Lisenssinsaaja voi käyttää alihankkijoita vapaasti. Lisenssinantaja on velvollinen antamaan tuotteen parannettuihin versioihin, joihin haetaan patenttia, ilmaisen lisenssin. Sopimus on voimassa patenttien koko voimassaoloajan. 
* Sopimuspohjan kaikki kohdat tulee tarkistaa ja muuttaa vastaamaan käytännön tilannetta; on myös huomioitava, että yhden sopimuskoh​dan muuttaminen yleensä vaikuttaa myös sopimuksen muihin lausek​keisiin ja lisämuutokset ovat tällöin tarpeen. 


HUOM.! Tämä sopimuspohja ei sovellu käytettäväksi käytännön tilan​teisiin ilman sopimusjuridisen asiantunti​jan tarkistusta ja kor​jauksia. 




DRAFT 0.1 - January __, 20__ 
PATENT LICENSE AGREEMENT 
THIS AGREEMENT is made between International Company Ltd whose registered office is at Main Road 1, PO Box 123, London, England (“Licensor”) and Finco Oy whose registered office is at Pääkatu 1, Helsinki, Finland (“Licensee”). 

whereas, the licensor has agreed to grant and the licensee has  agreed to take a licence of certain patent rights on the terms set out in this agreement.
The parties hereby agree as follows
1. DEFINITIONS AND INTERPRETATION

1.1 In this Agreement:

Field of Use means the XYZ activity in all fields except for ABC purposes.

Group Company means in relation to either Party, any company which is from time to time a holding company of that Party or a subsidiary of that Party or of any such holding company.
Improvement means any improvement, enhancement or modifi​cation to the Licensed Product or its method of manufacture.

ABC purpose means... xxx xxx xxx 
License Fee means the fees as detailed in clause 8 herein
Licensed Patents means those listed at Appendix 1 hereto together with all re-issues and extensions of such granted patents 

Licensed Products means… xxx xxx xxx xxx  that embodies the invention as described in the Licensed Patents.

Net Invoice Price means Net Sales Price” shall mean the total price of a Licensed Product as invoiced by Licensee to an “arms length” customer before deduction of any discounts but excluding such of the following charges as are actually and reasonably incurred and can be verified as such to the satisfaction of Licensor:


(a)
VAT and any other sales tax if levied on the sales price of the Licensed Product,




(b)
Any royalties payable to third parties,


(c)
the cost of transport, packaging, carriage and insurance in respect of the Licensed Product despatched to customers,




(d)
the payment of commission to Licensee’s representatives.


Royalty means the royalty fees as detailed at clause 8 herein.

Territory means the entire world.  

1.2
In this Agreement (unless the context requires otherwise):-

1.2.1
reference to a statutory provision shall be construed as including a reference to any modification, re-enactment or extension of such statute or statutory provision for the time being in force;

1.2.2 the singular includes the plural and vice versa; any gender includes all genders; reference to “person” shall include bodies corporate and unincorporated, partnerships and individuals; and reference to “Party” or “Parties” is to a party or the parties to this Agreement;

1.2.3 reference to clause or schedule is to a clause of or schedule to this Agreement (unless the context otherwise requires), as the same may be modified by the agreement in writing of the parties from time to time; 

1.2.4 clause and paragraph headings are inserted for ease of reference only and shall not affect construction of this Agreement; 

1.2.5 the words "include", "including" and "in particular" shall be construed as being by way of illustration only and shall not be construed as limiting the generality of any foregoing words; 

1.2.6 reference to this Agreement is to this Agreement and its schedules, as the same may be amended, novated, modified or replaced from time to time in accordance with the terms of this Agreement;

1.2.7 reference to day or month is to a calendar day or month, unless otherwise expressly stated;

1.2.8 reference to “writing” or “written” includes faxes but no email; and

1.2.9 reference to documents in “agreed form” are documents in the form agreements by the parties and initialled by them for identification.

2. Grant

2.1 The Licensor hereby grants to the Licensee an exclusive license under the Licensed Patents in the Field of Use to design, develop, manufacture, have manufactured and to sell or otherwise supply Licensed Products in the Territory. 
2.2 The Licensee shall have no right to grant sub-licences under this Agreement (other than as permitted under Clause 11) and hereby undertakes not to purport to do so, but this shall not prevent the Licensee from sub-contracting aspects of some, but not all, of the manufacture of Licensed Products. 

2.3 The Licensee undertakes, during the term of this Agreement, not itself to exploit the Licensed Patents in the Territory other than in the Field of Use.

3. Licensee’s obligations

3.1 The Licensee shall at all times indemnify and keep indemnified the Licensor against all or any costs, claims, damages or expenses incurred by the Licensor or for which the Licensor may become liable with respect to any product liability claim relating to Licensed Products supplied or put into use by the Licensee provided that:

(a) The Licensor as soon as reasonably practicable gives written notice of the matter to the Licensee specifying in reasonable detail the basis for the claim, gives the Licensee reasonable access to such information and records as is necessary for the Licensee to defend the claim, does not settle or compromise the claim without the consent of the Licensee and takes such steps to mitigate the amount which the Licensor may potentially recover under the indemnity as may be reasonable;
(b) The Licensee shall not be responsible for any indirect, incidental or consequential losses or damages of any kind, however arising. 
3.2 The Licensee shall mark all Licensed Products with the relevant patent numbers of the Licensed Patents and with such clear and prominent statement as may be approved by the Licensor from time to time that the Licensed Products are manufactured and supplied by the Licensee under licence from the Licensor.

4. Provision of Know-how 

4.1 The Licensor shall make available to the Licensee such know-how relating to the design, development and manufacture of the Licensed Products as the Licensor is at liberty to disclose and is reasonably necessary for such purpose.

5. Licensor Warranties


5.1 The Licensor warrants that it has full power and authority to carry out the actions contemplated under this Agreement, and that its entry into and performance under the terms of this Agreement will not infringe the rights of any third party or cause it to be in breach of any obligations to a third party

5.2 The Licensor warrants that the Licensed Patents do not, so far as it is aware, infringe, and it shall use all reasonable endeavours (including without limitation by conducting searches of all relevant public registers) to ensure that the Licensed Patents will not infringe, the rights of any third party, and no third party has threatened or, so far as it is aware, is currently threatening proceedings in respect of such infringement.

5.3 The Licensor warrants that it shall maintain the Licensed Patents during the term of the Agreement.

6. Improvements

6.1 If the Licensor shall at any time invent, develop, discover or acquire rights in any Improvement it shall to the extent that it is not prohibited by law or by any obligation to any other person (other than to an associated party) or by patent protection considerations, promptly notify the Licensee in writing giving details of the Improvement and provide to the Licensee such information or explanations as it may reasonably request to be able effectively to use the same.  In any event if the Licensor applies for a patent in respect of any such Improvement it shall grant the Licensee for the remaining term of this Agreement a non-exclusive, royalty-free licence throughout the Territory under such application and any patent granted pursuant to it.

6.2 Information provided by the Licensor to the Licensee under clause 6.1 shall be subject to the provisions of clause 7.

7. Confidentiality

7.1 The Licensee undertakes that it shall keep (and it shall procure that its respective directors and employees keep) secret and confidential all know-how relating to the manufacture of the Licensed Products and any information (whether or not technical) of a confidential nature communicated to it by the Licensor either preparatory to or as a result of this Agreement, and shall not disclose the same or any part of the same to any person whatsoever other than to its directors or employees directly or indirectly concerned in the manufacture, use or sale of the Licensed Products.

7.2 The provisions of clause 7.1 shall not apply to such know-how and information as the Licensee:

(a) can prove to have been in its possession at the date of receipt or which becomes public knowledge otherwise than through a breach of an obligation of confidentiality owed (whether directly or indirectly) to the Licensor; or

(b) is necessarily disclosed as a result of the marketing of, servicing or repair of the Licensed Products.

7.3 The provisions of this clause 7 shall remain in force notwithstanding expiry or earlier termination of this Agreement. 

8. Royalty and Licence Fee

8.1 In consideration of the rights granted under clause 2, the Licensee shall pay to the Licensor the following:

8.1.1
a one off licence fee of € 10.000,- payable in two parts, the first part of € 5.000,- payable on execution of this Agreement and, the second part of € 5.000,- payable on the 31st of August 20__, and; 

8.1.2
a royalty of one half per cent (0.5%) of the Net Sales Price of each and every Licensed Product sold where that Licensed Product includes Patented Intellectual Property covered by Patent 1234567, and;

8.1.3
a royalty of one quarter per cent (0.25%) of the Net Sales Price of each and every Licensed Product sold where that Licensed Product includes Patented Intellectual Property covered by Patent 2345678, and

8.1.4
a royalty of one quarter per cent (0.25%) of the Net Sales Price of each and every Licensed Product sold where that Licensed Product includes Patented Intellectual Property covered by Patent 3456789.
8.1.5
the Royalty which is payable in respect of each Licensed Product that is:

(a) sold to a person other than to a Group Company- when invoiced or paid for or installed or delivered to a customer, whichever occurs first;

(b) lent, leased, let on hire or sold on hire purchase to a person other than to a Group Company - when installed or delivered to the borrower, lessor, lessee or hirer, whichever occurs first;

provided always that, in respect of any Licensed Product manufactured and supplied as provided above, only a single Royalty in accordance with the provisions of this Agreement shall be payable in respect of such manufacture and supply.

8.2
Commencing at the end of August 20__, Licensee agrees to pay Licensor minimum annual royalties of € 3.000,- payable in the part of 50% against Patent WO1234567, 25% against Patent WO2345678 and 25% against Patent WO3456789.
8.3
It is recognised that at the time of signature of this Agreement, Patents 2345678 and 3456789 are not fully granted. Should these Patents not be granted for whatever reason, the payments at 8.1.3 and 8.1.4 and the associated minimum royalties at 8.2 above shall no longer be due.
8.2 Royalties payable under this Agreement shall be paid in euros within 30 days of the date on which they are payable in accordance with clause 8.1 above. 

8.3 At the same time as payment of royalties falls due, the Licensee shall submit or cause to be submitted to the Licensor a statement in writing recording the calculation of such royalties payable and in particular:

(a) the number of Licensed Products that have been supplied during the three month period; 

(b) the amount of royalties due and payable and the amount of any tax deductible or due to be deducted from such figure.

8.4 The Licensee shall keep proper records and books of account showing the description and price of Licensed Products supplied or put into use and such records and books shall be kept separate from any records and books not relating solely to the Licensed Products and be open at all reasonable times to inspection and audit by the Licensor (or its duly authorised agent or representative). 

8.5 The provisions of this clause 8 shall remain in effect notwithstanding termination or expiry of this Agreement until the settlement of all subsisting claims by the Licensor.

9. Protection of the licensed patents

9.1 In the event that:

(a) any Licensed Patent is attacked or, being a patent application, is opposed; or

(b) any application for a patent is made by or any patent is granted to a third party by reason of which the third party may be granted or may have been granted rights which conflict with any of the rights granted to Licensee under any Licensed Patent; or

(c) any unlicensed activities are carried on by any third party which could constitute an infringement of any Licensed Patent; or

(d) any application is made for a compulsory licence under any Licensed Patent,

the Party becoming aware of such a matter shall forthwith notify the other of it and the Licensee shall join the Licensor in taking all such steps as shall be considered necessary for the protection of the Licensor’s and Licensee’s rights under the Licensed Patents. The expenses incurred in taking such steps and any profits or damages which may be obtained shall be (in the absence of agreement to the contrary) for the account of the Licensor.

10. Duration and termination

10.1 This Agreement shall come into force on the date on which it is signed by both Parties and shall unless terminated in accordance with clause 10.2, or 10.3 below remain in force for the duration of the Licensed Patents.

10.2 Licensee shall be entitled to terminate this Agreement at any time on 60 days written notice in writing to the Licensor.

10.3 Licensor shall have the right to terminate this Agreement by giving 90 days written notice to Licensee where Licensee cannot reasonably demonstrate that they are actively using the Licensed Patents for the purposes of developing, manufacturing or selling a Licensed Product. It being recognised by Licensor that a Licensed Product may not be available until summer 20__ and during such period development work will be progressing

10.4 Licensee shall have the right to terminate this Agreement by notice in writing with immediate effect in the event that:

(a) the Licensor is in material breach of this Agreement which breach is irremediable or, if remediable, is not remedied by the defaulting party within thirty (30) days of being requested to do so by the other; or

(b) the Licensor ceases to carry on business, becomes insolvent or has a receiver, manager or administrator appointed or a petition is presented for an administration order or an administration order is made in respect of it or documents are filed with the court for the appointment of an administrator or it’s directors give notice of their intention to appoint an administrator in relation to the whole or any part of its business or it enters into any composition, scheme of arrangement, compromise or arrangement with its creditors, goes into liquidation (except for the purposed of solvent amalgamation or reorganisation), bankruptcy or undergoes any similar or equivalent process in any jurisdiction. 

10.5 In the event of expiry or termination of this Agreement howsoever arising, and subject to any express provisions set out elsewhere in this Agreement:

(a) all outstanding sums payable by the Licensee to the Licensor shall immediately become due and payable;

(b) all rights and licences shall cease; and

(c) the Licensee shall have the right to dispose of all stocks of the Licensed Products in its possession and all Licensed Products in the course of manufacture at the date of termination provided that any 
Royalty payable under the provisions of clause 8 (as if such stocks shall have been supplied at the date of termination) shall be received within a period of 90 days following termination.

10.6 The expiry or termination of this Agreement howsoever arising shall be without prejudice to the provisions of this clause 10 and to any rights of either Party which may have accrued by, at or up to the date of such termination.

11. Assignment

The Licensee shall be able to assign, transfer, sublicense or sub-contract its rights under this Agreement to any of its Group Companies without the consent of the Licensor but shall not otherwise assign, transfer, sublicence, sub-contract (save as permitted in Clause 2.2), the whole or any part of its rights or obligations under this Agreement without the consent of the Licensor.

12. Waiver


Delay in exercising, or failure to exercise, any right or remedy in connection with this Agreement shall not operate as a waiver of that right or remedy.  The waiver of a right to require compliance with any provision of this Agreement in any instance shall not operate as a waiver of any further exercise or enforcement of that right and the waiver of any breach shall not operate as a waiver of any subsequent breach.  No waiver in connection with this Agreement shall, in any event, be effective unless it is in writing, refers expressly to this clause, is duly signed by or on behalf of the party granting it and is communicated to the other party in accordance with clause 17.

13. Invalidity


If any provision of this Agreement is held to be invalid or unenforceable, such a provision shall (so far as invalid or unenforceable) be given no effect and shall be deemed to be excluded from this Agreement, but without invalidating any of the remaining provisions of this Agreement.  The parties shall use all reasonable endeavours to replace the invalid or unenforceable provision by a valid provision, the effect of which is as close as possible to the intended effect of the provision so excluded.
14. Entire Agreement


14.1    This Agreement constitutes the entire agreement between the Parties with respect to its subject matter and supersedes all prior written or oral understandings or agreements of the parties concerning the subject matter hereof which may not be changed or terminated except as set forth in this Agreement.

14.1 Each Party acknowledges that in entering into this Agreement it does not rely on any representation, warranty, collateral contract or other assurance of any person (whether party to this Agreement or not) that is not set out in this Agreement.  Each Party waives all rights and remedies which, but for this clause, might otherwise be available to it in respect of any such representation, warranty, collateral contract or other assurance. The only remedy available to any party in respect of any representation, warranty, collateral contract or other assurance that is set out in this Agreement is for breach of contract under the terms of this Agreement. Nothing in this Agreement shall, however, limit or exclude any liability for fraud.

15. Variation

This Agreement may only be amended by a document in writing signed by a duly authorised officer of each party.

16. Further assurance

The parties shall execute all further documents as may be necessary or desirable to give full effect to the terms of this agreement and to protect the rights of the parties under it.

17. Notices 

17.1
Notices shall be in writing, sent to the place of business of the appropriate party (marked for the attention of the Managing Director, or such other person as the relevant party may notify the other in writing) or to such other address as may from time to time (by notice to the other party) be designated and notices shall be deemed (in the absence of any evidence to the contrary) to have been duly given:-

17.1.1
five (5) business days after the date of posting if sent by pre-paid first-class mail;

17.1.2
if delivered by hand: on the day of delivery provided that a receipt has been signed by or on behalf of the addressee;

17.1.3
if sent by facsimile transmission: at the time of transmission (provided that such transmission is during normal business hours and a hard copy is also sent by first class recorded delivery post).

18. General

18.1 Except as expressly stated in this Agreement, all conditions, warranties, stipulations and other statements whatsoever that would otherwise be implied or imposed by statute, at common law, by a course of dealing or otherwise howsoever are excluded to the fullest extent permitted by law.

18.2 Termination of this Agreement for any reason shall not affect any rights or liabilities that have accrued prior to termination or the coming into force or continuance in force of any term that is expressly or by implication intended to come into or continue in force on or after termination.

18.3 The rights and remedies of the parties in connection with this Agreement are cumulative and, except as expressly stated in this Agreement, are not exclusive of any other rights or remedies provided by law or equity or otherwise.  Except as expressly stated in this Agreement (or at law or in equity in the case of rights and remedies provided by law or equity) any right or remedy may be exercised (wholly or partially) from time to time.

18.4 Each party shall bear its own costs and expenses incurred in connection with the preparation, negotiation, completion and implementation of this Agreement and all ancillary documents.

18.5 Neither Party will  and each Party will procure that the personnel involved in the Project will not, publish or present papers dealing with the results of the Project without the consent in writing of the other Party, which shall not be unreasonably refused.
19. Governing law and jurisdiction

19.1 This Agreement and any disputes or claims arising out of or in connection with its subject matter are governed by and construed in accordance with the law of England.

19.2 The parties irrevocably agree that the courts of England have exclusive jurisdiction to settle any dispute or claim that arises out of or in connection with this Agreement.

AS WITNESS the hands of the parties or their duly authorised representatives on the date set out below.

DATE:






DATE:

PLACE:






PLACE:

----------------------------------






------------------------------

INTERNATIONAL COMPANY LTD





FINCO OY
APPENDIX 1 TO PATENT LICENCE AGREEMENT 

PATENTTIEN YKSILÖINTI TÄHÄN … ->


